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The J.lIaxim-Nordenjelt Guns and Ammunition Co., Ld., v. Nordenfelt,

"last mentioned documents, other than the said petty cash book, have been
" from time to time, but the dates when I am unable to state, handed back by
" me, or by my direction, to such of the representatives of Foreign Governments,
"the Societe Cockerill, French and other manufacturers from whom or on

5 "whose behalf I had respectively received the same, as well as to the Societe
" Nordenfelt and others in whose possession or power I believe they now are."
And then he says that he believes that they were confidential.

Now, this application is confined to the documents that have got into the
possession of the Societe Nordenfeli, and counsel for the Plaintiffs did not carry

10 .the application further. With respect to those it has been suggested that the
Defendant, as Gerant of that Societe, is bound to produce the documents they
have, and 10 make an affidavit in respect to them. That is not the contention
at all. That is not the way it is put, and I do not see how, if It had been put
ill that way, I could have made an order such as the Plaintiffs ask. What is

15 asked for is this, that the Defendant should state what the documents are
relevant to the matter that he had in his custody, and which he handed over to
that Societe. He is not asked to do so because he is Gerant of that Societe now,
but because those documents were his before he parted with them; and that is
the ground upon which it is for him to make a further affidavit with reference

20 to that. I think he is bound to do it, and I must make an order for a further
affidavit as to those documents, also limited to those handed to the Societe
Nordenfelt. .

Beaurnont.-I should be glad to know this with regard to the Societe
Nordenfelt. It may very well be that the Defendant has handed over a large

25 bundle of documents to the Societe. Is he to refresh his memory by reference
to the documents?

NORTH, J.-He must make the affidavit as well as he can.
Cozens-Hardy, Q.C.-The order in chambers was never drawn up, but your

Lordship might discharge it.
30 NORTH, J.-If I were now to discharge the order made in chambers it would

be necessary to draw up that order and enter it as read; and, therefore, I
propose that the order in chambers shall not be drawn up at all, and this will
be a substantive order-not discharging the order I made in chambers, but to
the effect I mentioned-requiring a further affidavit.

35 Cozens-Hardy, Q.C.-rrhe Plaintiffs' costs will be costs in the action.
NORTH, J.-Yes.

IN THE HIGH COURT OF JUSTICE.-QUEEN'S BENCH DIVISION.

Before MR.JUSTICE DAY and MR. JUSTICE CHARLEs.-May 13th and 14th 1892.

IN THE COURT OF ApPEAL.

40 Before LORD ESHER, M.R., and LORDS JUSTICES BOWEN and SMITH.

June 21st, 1892.

SAUNDERS u. WIEL.

Design.-Action for penalties and damages.-Interrogatories not admissible.
-Patents, &c. Act, 1883, SSe 58 and 59.

45 The owner of a registered design commenced an action against an alleged
infringer of the deeian, claiming £100. The Plaintiff then administered
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interrogatories to the Defendant, which the latter declined to answer, on the
ground that the action was for penalties.

The PlaintijJ applied for further and better answers. Held, by the Divisional
Court, (1) that whether he was proceeding under section 58 or section 59 of the
Patents,&c. Act, 1883, was immaterial, as section 58 gave a right to penalties, 5
and the Plaintiff was not entitled to claim by way of interrogatories evidence of
an offence which would expose the Defendants to such penalties; (2) that the
Plaintiff might have been compelled to elect iohether he intended to proceed under
section 58 or section 59.

The Plaintiff appealed. 10
Held, (1) that the Plaintiff might be compelled to elect whether he brouqht his

action under section 58 or section 59, but (2) that the act/on uias brought under
eection 58, and (3) that an action under section 58 was an action .for penalties,
and consequentlp interrogatories tendinq to show the Defendant was liable to such
penalties could not be alloioed. 15

Adams u. Batley 18 Q.B.D. 625, distinguished.
Messrs. Saunders and 'Shepherd, the owners and registered proprietors of a

-design, No. 175,644, which design consisted of a view of Westminster Abbey at
the head of a spoon, registered on the 31st of July, 1891, commenced, on the
18th of November, 1891, an action against J. Wiel, claiming £100. The 20
Plaintiffs alleged that the Defendant had, without the license or written consent
of the Plaintiffs, applied, or caused to be applied, such design or a fraudulent or
obvious imitation thereof, in the class of goods in which such design was
registered, for purposes of sale, to articles of manufacture, that is to say, to
spoons, and also exposed for sale such spoons, knowing that the said design, 25
or a fraudulent or obvious imitation thereof, had been applied thereto without
the consent of the Plaintiffs.

By their particulars the Plaintiffs alleged that the Defendant applied the
design to handles of spoons on the 25th and 29th of September, 1891, that he
sold two of the spoons on the 25th of September, 1891, at 43, Museum Street, 30
Oxford Street, and sold a spoon at Brighton to the Sussex Goldsmiths and
Silversmlths Company.

The Defendant denied the Plaintiffs' allegations.
The Plaintiffs then administered interrogatories to the Defendant, which the

latter finally declined to answer, on the ground that the action was one for 35
penalties, and that, therefore, he was not bound to answer. THe Plaintiffs then
took out a summons for further and better answers, and on the 26th of April, 1892,
the Master made an order for further answers.

The Defendant appealed, and the matter was heard by a Divisional Court on
the 13th and 14th May, 1892. 40

Dancktoerts (instructed by Beall and 00.) appeared for the Detendant;
Morten (instructed by Gresham, Davies, and Dallas) appeared for the
Plaintiffs.

Morten relied on Adams v, Batley, 18 Q.B.D. 625.
DAY,J.--This is an action broug-ht under the Patents, Designs, and Trade 45

Marks Act, 1883, to recover either penalty or compensation in respect of
violations of that Statute.We have, in the course of the argument, requested
Mr. Morten to give us an assurance as to the section upon which he relies for
the maintenance of this action; that is to say we have asked him to elect
whether he intends to proceed under section 58 or under section 59. Such an 50
election he might, in my opinion, have been compelled to make upon a proper
application at Chambers, because it seems to me to be perfectly clear that where
different modes of enforcing a right, or different modes of enforcing, it may be,
different rights, are given by a Statute, the Defendant is entitled to be informed
by the Plaintiff, by the language used by him in the Statement of Claim} if not 55
in his Writ, under which section he intends to proceed, the remedies being
different according as proceedings are based on one section- or another.
Mr. Morten,after consultation with his client, declines to make such an election,
or to give -us any assurance as to which secnon he 'ntends to proceed under.
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It seems to me to be very clear that he intends to proceed under section 58, and
it is not at all material, in my determination, whether he intends to proceed
under section 58 or does not intend to proceed under it. It is perfectly clear
that on the present form of pleading, and on his refusal to state which section

f) he intends to proceed under, it would be cornpetent to him to proceed under
section 58, and I shall assume, as against him, that this proceeding is based on
section 58, because it is quite competent for him to proceed under that section
according to the pleadings, and I should assume, if necessary, that he was
proceeding under section 58, which is open to him, and as open to him as

10 section 59, and I shall deal with the case as though he were proceeding under
section 58.

I do not think that is at all material. I think the objection would be as strong
if he is proceeding under section 59, because while section 58 remains in the
Statute Book, to my mind he is not entitled to claim, by way of interrogatories,

15 evidence of an offence committed under section 58, even in proceedings
taken under section 59. Therefore, it is, immaterial to consider that question;
but if it were material to consider and determine it, I should have no hesitation
in sa-ying that while Mr. Morten declines to elect under which section he
intends to proceed, he must be taken as proceeding under section 58 for the

20 purpose of this application.
Section 58 provides that during the existence of a copyright it shall not be

lawful forpersons to do certain things. It is said in this Statement of Olaim,
therefore, that something which is not lawful has been done by the Defendant.
He is charged with doing an unlawful act, which I take to be almost a

2!) misdemeanour, It shall not be lawful for him to do the thing which he is
charged in this action with doing, and the penalty for this unlawful act is
provided in the closing words of the section: "Any person who acts in
" contravention of this section shall be liable for every offence to forfeit a sum
" not exceeding fifty pounds to the registered proprietor of the design, who may

30 "recover such sum as a simple contract debt by action in any Court of competent
"jurisdiction." I must say that I have yet to learn that a penalty, and a penalty
in the strictest sense of the term-a penal sum attached by way of punishment
to doing an unlawful act-may not be recovered as a simple contract debt in a
Oourt of ·competent jurisdiction. 1 thought that was an ordinary mode of

35 recovering penalties. Our COU1·ts from time immemorial have held themselves
quite competent in civil actions to allow penalties to be recovered as in the
case of simple contract debts, but the language of this section, primsi facie,
undoubtedly points to a penalty for the committing an unlawful act-a penalty
recoverable not indeed by the Crown, but recoverable by the person entitled to

40 the forfeiture, that is to say, the person who happens to be the proprietor of the
design. He may proceed against the offender by way of recovery of penalty
or he may elect to proceed in another form f01 another purpese, and not for
the recovery of penalty.

Now, I need hardly say that I heartily concur with myself in the judgment
4;) delivered in the case which has been cited by Mr. Morten, and I respectfully

bow, as I always do, to the decision of the Court of Appeal, when they
confirm. that judgment. I think that case was, if I may say so, well decided.
I see no reason why it should not continue to be an authority. But when I
have said that I have said all that need be said about the case. It has no

50 application to this case. That case was decided under another Statute with
different language. There, no doubt, the Divisional Oourt, and afterwards the
Appeal Court, held that the money to be recovered under that section referred
to in that case was not a penalty, and I am clearly of opinion that it was not a
penalty, just as I am equally of opinion, and equally clear about it that in the

55 present case any money sought to be recovered under section 58 is a penalty.
Now, what does section 59 provide? Section 59 begins by making the matter

thoroughly clear. I called Mr. Morten's attention to these words, but he has
not given any explanation whatever of them, or in any way altered the view
which I took of them npon first reading them. '" Notwithstanding the remedy
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" given by this Act "-that is in section 58-" for the recovery of such penalty
"as aforesaid," notwithstanding that this unlawful act may be punished, if I
may use the expression, by the recovery of a penalty, "the registered proprietor
" of any design may (if he elects to do so) hring an action for the recovery of
"any d.amages arising from the application of any such design, or of any 5
" fraudulent or obvious imitation thereof for the purpose of sale." That is to
say, the Legislature has taken pains to use words from which the necessary
implication is that section 58 is not intended by way of 'damages. They go on
to say that if the injured person thinks fit to bring an action for damages, not
withstanding his right to enforce a penalty, he may do so, and he may proceed 10
by way of damages, making it abundantly clear that under section f)~ the
money to be recovered is in the nature of a penalty and punishment for the
wrong thing that has been done, and the violation of law which has taken place.
Section 59 provides that if you do not care to take that remedy, if you wish to
proceed for damages, you may proceed for damages under section 59. 15

Under these circumstances I can entertain no doubt whatever that the remedy
given by section 58 is a remedy by way of penalty or punishment for the
wrong done-the violation of the law which has taken place.. This is quite
consistent with the whole tenour of the decisions and the well-established law
which distinguishes so well between liquidated damages and penalties in ordinary 20
cases.

I have no doubt whatever in this case that by reason of section 58, however
this action is framed, interrogatories are not admissible, and I am also of
opinion that this action must be taken as against the Applicant as based upon
section 58. 25

CHARLES,J.-I am entirely of the same opinion. I put the same construction
on the Statute that my learned brother has put upon it, and I do not feel it
necessary to add anything further to that which he has stated.

The Plaintiffs appealed.
G. James.appeared for the Plaintiffs and Danckioerts for the Defendant. 30
G. James, for the Plaintiffs.-The point is, whether this is a penal action or

not. The Plaintiffs submit that they are seeking to recover damages.
[Lord ESHER, M.R.--Have you not a choice and are you not bringing your
action for penalties P] Not on authority. In cases arising on similar sections
in other acts of Parliament it has been held that the action was not such an 35
action for penalties as to preclude interrogatories. 'I'he statement of Claim is
framed so as to recover under either section, but it is contended that the
sections only give compensation for damages, in the one case fixing a sum
where the damages may be small, and in the other case allowing an
unliquidated claim. 40

Adams v. Batley, 18 Q.B.D. 625, though a decision on 3 and 4 Wm. IV., c. 15,
B. 2, relating to the representation of dramatic pieces, is directly in point; the
sections are almost identical, in fact the present case is a-fortiori. [BOWEN,L.J.
The Court there considered that what the Legislature intended to give was
confined to compensation : can we extract that meaning from the present 45
sections ?] In that case the Court said that the word" penalty" did not conclude
the matter; The Patents, &c. Act of 1888, Section 7, amending Section 58
of the Act of 1883, provides that the total sum forfeited shall not exceed
£lOO-this shows that the Jury can give less, and that it is only a question of
damages. [Lord E8HER, M.R.-That does not alter the Act of 1883.J 'I'he fixed 50
sum is appointed because of the difficulty of assessing the damages where the
infringement has been small, Chatterton v, Cave, L.R. 3, App. Cas. 483. The
reasoning in copyright cases applies to copyright of designs cases. Section 58 in
effect is a provision for giving damages where d-amages cannot readily be
proved. Under the Copyright Act £2 must be given; here nothing at all 5-5
might be given by a Jury.

The remedy here is only given to the person injured, therefore it is not a
penal action; see the quotation by Lush, L.J., in the case of Robinson v,
Currey, L.R. 7, Q.B.D. 475: "I may mention that in Merrick. v, The Hundred
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"of Ossulston, it is stated the Court held that where an Act of Parliament only
"gives a remedy to the party grieved, that is not to be considered apenal action,"

[BOWEN, L.J.-Is not Hobbs and Co. v. Hndson, L.R. 25, Q.B.D. 232 opposed
to that doctrine?J In that case the Plaintiffs were suing for double value,

a which could not be damages. [BOWEN, L ..L, referred to Jones v. Jones,
L.R. 22, Q.B.D. 425, and Earl Spencer v. Sfwannell, 3 M. and W. 1:.>4.J Jones v.
JOines was .for treble damages for breach of pound. [BO-WEN) L.J.-Those
cases are quite inconsistent with your argument that when the remedy is only
given to the injured party the action to recover is not penal.J Adams v, Batley

10 is really in poin t and is relied on by the Plaintiff here.
Counsel for the Defendant was not called upon.
Lord ESHER, 2ll.R.-The question raised in this case seems to be whether this

is an action brought for a penalty by way of a penalty, because I think when
Mr. James, who argued this. case so well, speaks of a penalty by way of

]:> punishment, he is translating the word" penalty" into punishment. If this is
an action brought for a penalty by way of penalty he admits that interrogatories
ought not to be administered, that is, interrogatories in order to show that the
Defendant has made himself liable to those penalties ought not to be allowed.
I do not suppose anybody says that some interrogatories may not be allowed,

20 but that interrogatories tending to show and administered for the purpose of
showing that the Defendant is liable to a penalty ought not to be administersd,
and if administered the Defendant is not bound to answer them.

That reduces the question before us in this case to this-was this an action
brought to recover a penalty by way of penalty, or, was it an action brought to

25 recover damages ?
The action is brought under and by virtue of the statute 46 and 47 Victoria,

chapter 57. The question is, first of all, was it brought under Section 58 of that
statute or under Section 59? If it was brought under Section 58, our decision
to-day must be confined to what is the law with regard to this matter under

30 Section 58, and we are not called upon to say what would be the construction as
to the question of interrogatories if the action were brought under Section 59.
Now, that this action is brought under Section 58 I think is conclusively
proved. I agree with 1\11'. Justice Day that if the Plaintiff had so framed his
Statement of Claim that you could not tell whether he meant to bring his action

35 under Section 58 or Section 59-if he had brought it in vague terms-he was
bound to elect under which of those sections he would go, and from what took
place in the Divisional Court it seems clear to me that this Plaintiff did bring
his action under Section 5~ and not under Section 59. It wonld be unfair to the
Defendant for the Plaintiff to be allowed to say otherwise after what then

40 happened. I think the words of the Statement of Claim themselves would
show more clearly that it was under Section 58 than under Section 59, but after
his conduct I think it would be wholly unfair to say otherwise than that it is
brought under Section 58.

Then the question is whether .an action under Section 58 of that statute is an
45 action brought to recover a penalty by way of penalty, and whether it can be

truly said on the construction of that section that where an action is brought
upon that that can be considered as an action brought to recover damages.
Section 58 says: "It shall not be lawful for any person without the license or
" written consent of the registered proprietor to apply such design" and so on.

50 "Any person who acts in contravention of this section shall be liable for every
" offence to forfeit a sum not exceeding fifty pounds to the registered proprietor
" of the design." I do not deny that the use of the word ,,' offence" like the use of
the word ~, offender," in such cases as this, is not of itself conclusive. It may be
that the word" forfeit" is not of itself conclusive. It may be that the, use of

55 the words that "the offender shall forfeit for his offence" might not be
conclusive if there were other words to show that they were not used in their
ordinary signification, but I think they are very strong prima facie evidence of
what the intention of the Legislature was. Therefore, primd facie one would
say that an action brought under Section 5~ is an action for a penalty by way of
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penalty. Mr. James relies upon this, that he has to forfeit a sum not exceeding
£50. I put it to him whether he would contend upon that that the Plaintiff
must prove the amount of his damages. He did not say that he must, but, if it
is damages suffered by the Plaintiff, it seems to me, the Plaintiff would be bound
to give some evidence of the amount of damage. I take it that the true 5
meaning of these words "not exceeding £50" is that they do not apply to the
damage suffered by the Plaintiff, but that they apply to the conduct of the
Defendant; that there may be a different estimation by the Jury of the conduct
of the Defendant, and under certain circumstances, as for instance, if he had
done this thing by accident, or, if he had been led into it by some mistake, the 10
Jury would not be bound to assess the penalty at £50, but might assess it at a
less amount.

So much for Section 58. I think we cannot construe Section 58 in this statute
without looking to the section which immediately follows it-Section 59-not
for the purpose of saying what is to be done now under ~ection 59, with regard 15
to interrogatories, but for the purpose of getting' from the context of Section 59
what is the meaning of Section 58. Section 5~ begins: "Not\vithstanding the
"remedy given by this Act "-what do they say for: "for the recovery of such
" penalty as aforesaid." They treat Section 58 as an action for the recovery of a
penalty-" the registered proprietor of any design may (if he elects so to do) 20
" bring an action for the recovery of any damages arising" from the very same
act. Therefore, you have in that section a declaration by the Legislature that
Section 58 deals with an action to recover a pe-nalty, and then in Section 59 they
say that the same person who might recover the penalty under Section 58, may,
if he thinks fit so to do, bring an action for damages. After that I cannot 25
make any sensible construction of the two sections together without saying that
they apply to t\VO absolutely different and distinct remedies, and that one is an
action for a penalty by way of penalty, and that that is distinct from, and stated
to be absolutely different from, an action for damages. It follows, therefore, that
by the words used by the Legislature itself the remedy in Section 5H is not a remedy 30
by action for damages, but is something else and different, and the person who
may sue under either must elect under which, and if he elects to sue under
Section 58 he is suing for a penalty. Upon the Act of Parliament, therefore,
construed by itself, and by the words used in it, it seems to me clear that
Section 58 refers to an action for penalties, that is, as distinct from} and it is 35
declared to be not, an action for damages.

Then it wassaid you must not hold that because Lord Ju.stice L1lSh, when he
was in the Court of. Queen's Bench, quoted a case of Merrick and the Hundred
of Ossulston; and he said it is stated in that case that the Court held that where
an Act of Parliament only gives a remedy to the party aggrieved, that is 40
not to be taken as a penal action. In the first place, as to what is in that report,
it would seem that the Court in Merrick. v. The Hundred of Oseulston held
that. But that is not so. That case was tried before Lord Chief Justice Lee,
and he quotes a statement made in another case in Strange, and says that in
that case in Strange it was so-stated. I cannot tliink that that is much authority. i5
I think what my brother Lord Justice Bowen has pointed out shows that it has
never been accepted as a rule of law. Therefore, I disregard that.

But Mr. James relied principally upon the decision of this Court in a case
which was decided on the 3rd and 4th William IV., chapter ] 5, section 2.
It seems to me that that section was wholly different from section 58 or 50
section 59, or sections 5X and 59 put together, and that what we held in that
case was that, looking at that section, it was not that there was a choice between
a penalty and an action for damages, but we held that there was no action for a
penalty, at all contained in that section or in that Act; that nobody could bring
an action for a penalty under that; that the only action given by the section 55
was an action for damages, and that 'vas in consequence of looking at the
context of that section, although the word "offender" was used in it. The
decision upon that section, shows that, although the word "offender ,; is used,
that of itself does not conclude that it is an action for a penalty. It may
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be only an action for damages, although the Defendant is called in the section
an offender. But when we come to look at the thing we find these words:
" Such offender shall be liable for each and every such repetition in the pay·'
" ment of an amount not less than 40s., or to the full amount of the injury or

5 "loss sustained by the Plaintiff therefrom." Then there come other words :
" Whichever shall be the greater damages," it being argued that the word
" offender" made each of those, or some of them, a penalty. So that that
phrase took away from the word "offender" its primd facie meaning, and
showed that, although the Defendant was calle d an "offender/" all the

10 remedies given against him were called damages-" whichever shall be the
" greater damages." That was the reason of our decision in the case which has
been cited to us, and it therefore confines the decision to a decision upon the
true construction of that section. But that section is not like these two.
There is no distinction there between an action for a penalty and an action for

15 damages. The true construction of that section was that it was only an action
for damages ; and "you had not the Legislature pointing out, as they have done
in this case, that in one section they intended to institute a right to a penalty.
and in the very next section they had determined to give to the person
aggrieved-that is, to the Plaintiff-another and a different action, which he

20 might have at his election.
For these reasons" I think that an action brought on section 58 of the

Patents, Designs and Trade Marks Act is clearly an action for penalties, and for
penalties alone, and that if a person desires to bring an action for damages he .
must disregard section 58. He must elect between sections 58 and 59, and ·

25 must bring his action on section 59, whereas this Plain tiff has elected otherwise,
and as sued for a penalty alone. ~uing for a penalty, interrogatories tending
to show that the Defendant had made hirnself Liable to that penalty are not to
be allowed : and if by misfortune the interrogatories are allowed, the
Defendant has a right to take the objection, and say he is not bound to answer

30 such interrogatories. I think, therefore, that the decision of this case was
right, and the Appeal must be dismissed.

BOWEN, L.J..-[ entirely agree.
SMITH, L.J.-So do I.
Danckwelf'ts.-Appeal dismissed, with costs.

35 LORD ESHER, M.R.-Yes.

IN THE HIGH COURT OF JUSTICE.-CHANCERY DIVISION.

Before J\Ir. JUSTICE KEKEWICH.-January 15th, 1892.

MA.CKIE v. THE SOLVO JIAUNDRY SUPPLY COMPANY, LIMITED.

Patent.-Action to restrain th1"eats.-Motion for Injunction.-Action..for'
40 Injrinu.e:nent.-Undertaking by Defendants to prosecute Action for Infriruje

ment d~l~gentlyand disclaimer of intention to issue further threats.-InJunct~on
not granted.

S., th~ ow~er of a Pate'j~t, on October 3rd, 1891, sent letters threatening legal
proceedinqs in respect of the apparatus of M., also a patentee, to M. and. to other

4.5 persons, .J.ll. having ineffectually called on S. to cO'mme~ceprocef!d~ngs for
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